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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finaUty of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 1/12/11 has been entered. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in 
this or a foreign country, before the invention thereof by the applicant for a patent. 

(e) the invention was described in (1 j an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was pubhshed under Article 21(2) of such treaty in the English language. 

Claims 1-2, 4, 9-10, and 16-18 are rejected under 35 U.S.C. 102(a) as being anticipated 
by Watanabe et al. (US 2003/0125500). 

Regarding claims 1-2. 4. 9-10. and 16-18: Watanabe et al. teaches an oxygen permeable 
soft lens (ex. C8; 1 191) comprising 25% of urethane compound of ex. B3 [prepared from a 
polydimethylsiloxane having hydroxylgroups at both ends and a degree of polymerization of 40 
(DHDMSi-40), isophorone diisocyanate {IPDI}, and 2-hydroxyethyl acrylate {HEA} 150- 
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159)], 25% of tris(trimethylsiloxy)silylpropylmethacrylate {TRIS}, 25% of N-methyl-3- 
methylene-2-pyrrolidone {MMP}, 25% of N,N-dimethylacrylamide {DMA}, 0.1% 2,4,6- 
trimethylbenzoyl-diphenylphosphineoxide {TPO}, and 0.1% ethyleneglycol dimethacrylate 
{EDMA}. After polymerization, the resulting lens was extracted into 2-propanol and the 2- 
propanol was subsequently replaced with saline (ex. C8; f 188, 191). 

The Office reahzes that all the claimed effects or physical properties are not positively 
stated by the reference. However, the reference teaches all of the claimed reagents, in the 
claimed ranges, and was prepared under similar conditions. Therefore, the claimed effects and 
physical properties, i.e. an oxygen permeability coefficient (Dk) of not less than 51 (xlO'^^ 
(cm^/sec)), and a water content of 32 to 55 wt% [instant claim 1]; a tensile modulus of 0.2 to 8 
MPa and a stress relaxation under loading a fixed load for 30 seconds is 8 to 15% [instant claim 
10], would inherently be achieved by a composition with aU the claimed ingredients. If it is the 
applicants' position that this would not be the case: (1) evidence would need to be presented to 
support applicant's position; and (2) it would be the Office's position that the application 
contains inadequate disclosure that there is no teaching as to how to obtain the claimed 
properties and effects with only the claimed ingredients. 

"Products of identical chemical composition can not have mutually exclusive properties." 
A chemical composition and its properties are inseparable. Therefore, if the prior art teaches the 
identical chemical structure, the properties applicant discloses and/or claims are necessarily 
present. In re Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Ck. 1990) [see MPEP 
2112.01]. 
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Claims 1-2, 4, 9-10, and 16-18 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Watanabe et al. (US 2003/0125500). 

The applied reference has a common inventor with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

Regarding claims 1-2, 4, 9-10, and 16-18: Watanabe et al. teaches an oxygen permeable 
soft lens (ex. C8; f 191) comprising 25% of urethane compound of ex. B3 [prepared from a 
polydimethylsiloxane having hydroxylgroups at both ends and a degree of polymerization of 40 
(DHDMSi-40), isophorone diisocyanate {IPDI}, and 2-hydroxyethyl acrylate {HEA} (f 150- 
159)], 25% of tris(trimethylsiloxy)silylpropylmethacrylate {TRIS}, 25% of N-methyl-3- 
methylene-2-pyrrolidone {MMP}, 25% of N,N-dimethylacrylamide {DMA}, 0.1% 2,4,6- 
trimethylbenzoyl-diphenylphosphineoxide {TPO}, and 0.1% ethyleneglycol dimethacrylate 
{EDMA}. After polymerization, the resulting lens was extracted into 2-propanol and the 2- 
propanol was subsequently replaced with saline (ex. C8; % 188, 191). 

The Office realizes that all the claimed effects or physical properties are not positively 
stated by the reference. However, the reference teaches all of the claimed reagents, in the 
claimed ranges, and was prepared under similar conditions. Therefore, the claimed effects and 
physical properties, i.e. an oxygen permeability coefficient (Dk) of not less than 51 (xlO'^^ 
(cm^/sec)), and a water content of 32 to 55 wt% [instant claim 1]; a tensile modulus of 0.2 to 8 
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MPa and a stress relaxation under loading a fixed load for 30 seconds is 8 to 15% [instant claim 
10], would inherently be achieved by a composition with all the claimed ingredients. If it is the 
applicants' position that this would not be the case: (1) evidence would need to be presented to 
support apphcant's position; and (2) it would be the Office's position that the application 
contains inadequate disclosure that there is no teaching as to how to obtain the claimed 
properties and effects with only the claimed ingredients. 

"Products of identical chemical composition can not have mutually exclusive properties." 
A chemical composition and its properties are inseparable. Therefore, if the prior art teaches the 
identical chemical stmcture, the properties applicant discloses and/or claims are necessarily 
present. In re Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990) [see MPEP 
2112.01]. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
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invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 6 and 8 rejected under 35 U.S.C. 103(a) as being unpatentable over Watanabe et 
al. (US 2003/0125500), as applied to claim 1 above. 

Regarding claims 6 and 8: Watanabe et al. teaches the basic claimed lens material [as set 
forth above with respect to claim 1]; wherein Watanabe et al. disclose N-methyl-3-methylene-2- 
pyrrolidone {MMP} (ex. C8; f 82, 191). 

Watanabe et al. does not disclose l-methyl-5-methylene-2-pyrrolidone [instant claim 6], 
and 5-methyl-3-methylene-2-pyrrohdone [instant claim 8]. However, at the time of invention a 
person of ordinary skill in the art would have found it obvious to have combined l-methyl-5- 
methylene-2-pyrrolidone [instant claim 6], and 5-methyl-3-methylene-2-pyrrolidone [instant 
claim 8], which are regioisomers of l-methyl-3-methylene-2-bbpyrrolidone. A prima facie case 
of obviousness may be made when chemical compounds have very close structural siiTiilarities 
and similar utilities. "An obviousness rejection based on similarity in chemical structure and 
function entails the motivation of one skilled in the art to make a claimed compound, in the 
expectation that compounds similar in structure will have similar properties." In re Payne, 606 
F.2d 303, 313, 203 USPQ 245, 254 (CCPA 1979) [see MPEP 2144.09]. 

Claims 19, 21-26, 33-35 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe et al. (US 2003/0125500). 

Regarding claims 19. 21-22. 25-26. 33-35: Watanabe et al. teaches a method for 
preparing an oxygen permeable soft lens (ex. C8; % 191), wherein 25% of urethane compound of 
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ex. B3 [prepared from a polydimethylsiloxane having hydroxylgroups at both ends and a degree 
of polymerization of 40 (DHDMSi-40), isophorone diisocyanate {IPDl}, and 2-hydroxy ethyl 
acrylate {HEA} {f 150-159)], 25% of tris(trimethylsiloxy)silylpropylmethacrylate {TRIS}, 25% 
of N-methyl-3-methylene-2-pyrrolidone {MM?}, 25% of N,N-dimethylacrylamide {DMA}, 
0.1% 2,4,6-trimethylbenzoyl-diphenylphosphineoxide {TPO}, 0.1% ethyleneglycol 
dimethacrylate {EDMA}, 0.1% l-(4,6-diphenyl-l,3,5-triazine-2-yl)-5-(hexyloxy)phenol 
{DPTHP), and 0.02% tetra-(4-methacrylamide) copper phthalocyanine {APMA}were mixed, 
placed in a mold, and irradiated with UV light. After polymerization, the resulting lens was 
extracted into 2-propanol and the 2-propanol was subsequently replaced with sahne (ex. C8; 1 
188, 191). Watanabe et al. disclose plasma treatment of the lens {with oxygen, nitrogen, argon, 
helium, and mixtures thereof} as well as plasma polymerization with methane/air, and graft 
polymerization with hydrophilic monomer (f 85). 

Watanabe et al. does not specifically disclose plasma treatment of example C8. However, 
at the time of invention a person of ordinary skill in the art would have found it obvious to have 
performed plasma treatment of the lens {with oxygen, nitrogen, argon, helium, and mixtures 
thereof} as well as plasma polymerization with methane/air, and graft polymerization with 
hydrophilic monomers based on the invention of Watanabe et al., and would have been 
motivated to do so since Watanabe et al. suggests that the resulting lens can be subjected to 
surface modification such as plasma treatment (f 85). 

The Office reahzes that all the claimed effects or physical properties are not positively 
stated by the reference. However, the reference teaches all of the claimed reagents, in the 
claimed ranges, and was prepared under similar conditions. Therefore, the claimed effects and 
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physical properties, i.e. an oxygen permeability coefficient (Dk) of not less than 51 (xlO"^^ 
(cm^/sec)), and a water content of 32 to 55 wt% [instant claim 19], would implicitly be achieved 
by a composition with all the claimed ingredients. If it is the applicants' position that this would 
not be the case: (1) evidence would need to be presented to support applicant's position; and (2) 

it would be the Office's position that the application contains inadequate disclosure that there is 
no teaching as to how to obtain the claimed properties and effects with only the claimed 
ingredients. 

"Products of identical chemical composition can not have mutually exclusive properties." 

A chemical composition and its properties are inseparable. Therefore, if the prior art teaches the 
identical chemical structure, the properties applicant discloses and/or claims are necessarily 
present. In re Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990) [see MPEP 
2112.01]. 

Regarding claims 23-24: Watanabe et al. teaches solvents {ex. 2-propanol} 80-81, 

188). 

Watanabe et al. does not specifically disclose 0.1 to 5 wt% of solvents. However, it has 
been well established that where the general conditions of a claim are disclosed in the prior art, it 
is not inventive to discover the optimum or workable ranges by routine experimentation. In re 
Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955) [MPEP 2144.05]. At the time of 
invention a person of ordinary skill in the art would have found it obvious to have optimized the 
amount of solvent, as taught by Watanabe et al., as commonly practiced in the art, and would 
have been motivated to do so since the degree of polymerization and the lens swelling ratio is 
influenced by the amount of solvent. 
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Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over Watanabe et al. 
(US 2003/0125500), as applied to claim 26 above, and further in view of Valiant, JR. et al. (US 
2002/0102415). 

Regarding claim 27: Watanabe et al. renders the basic claimed method obvious [as set 
forth above with respect to claim 26]. 

Watanabe et al. does not teach a plasma treatment with a mixture of oxygen and water 
[instant claim 27]. However, Valiant, JR. et al. teaches a method for surface treating contact lens 
material comprising a plasma treatment with a mixture of oxygen and water { air drawn through 
5% hydrogen peroxide solution} [instant claim 27] 10, 58). Watanabe et al. and Valiant, JR. 
et al. are analogous art because they are concemed with a similar technical difficulty, namely 
plasma treatment of contact lenses. At the time of invention a person of ordinary skUl in the art 
would have found it obvious to have combined plasma treatments in the presence of oxygen and 
water, as taught by Valiant, JR. et al. in the invention of Watanabe et al., and would have been 
motivated to do so since Valiant, JR. et al. suggests that such strong oxidizing plasma promote 
adhesion for bonding of the subsequent carbon deposition layer (^ 58). 

Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over Watanabe et al. 
(US 2003/0125500), as applied to claim 26 above, and further in view of Hayashi et al. (US 
6,503,632). 

Regarding claim 28: Watanabe et al. renders the basic claimed method obvious [as set 
forth above with respect to claim 26]. 
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Watanabe et al. does not teach a plasma treatment with a mixture of oxygen and 
tetrafluoromethane [instant claim 28]. However, Hayashi et al. teaches a method for surface 
treating contact lens material comprising a plasma treatment with a mixture of oxygen and 
tetrafluoromethane [instant claim 28] (1:10-18; 21:7-15). Watanabe et al. and Hayashi et al. are 
analogous art because they are concerned with a similar technical difficulty, namely plasma 
treatment of contact lenses. At the time of invention a person of ordinary skill in the art would 
have found it obvious to have combined plasma treatments in the presence of oxygen and 
tetrafluoromethane, as taught by Hayashi et al. in the invention of Watanabe et al., and would 
have been motivated to do so since Hayashi et al. suggests that such plasma treatment provide a 
substrate with substituents which a chemical reaction can proceed {the surface of the molded 
article may be chemically bonded further with a polymer or monomer} (21:16-23). 

Claims 29-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over Watanabe 
et al. (US 2003/0125500), as apphed to claim 26 above, and further in view of Walther et al. (US 
6,379,004). 

Regarding claims 29-30: Watanabe et al. renders the basic claimed method obvious [as 
set forth above with respect to claim 26]. 

Watanabe et al. does not teach a plasma treatment with a mixture of oxygen and organic 
silane [instant claim 29], specifically tetramethoxysilane [instant claim 30]. However, Walther 
et al. teaches a method for surface treating ophthalmic lens material comprising a plasma 
treatment with a mixture of oxygen and tetramethoxysilane [instant claims 29-30] (1:4-6; 10:48- 
62). Watanabe et al. and Walther et al. are analogous art because they are concerned with a 
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similar technical difficulty, namely plasma treatment of ophthalmic lenses. At the time of 
invention a person of ordinary skill in the art would have found it obvious to have combined 
plasma treatments in the presence of oxygen and tetramethoxysilane, as taught by Walther et al. 
in the invention of Watanabe et al., and would have been motivated to do so since Walther et al. 
suggests that such plasma treatment provide a substrate with both an interface layer and a grease 
protection layer (10:48-50). 

Claims 31-35 are rejected under 35 U.S.C. 103(a) as being unpatentable over Watanabe 
et al. (US 2003/0125500), as appUed to claim 26 above, and further in view of Turek et al. (US 
2002/0137811). 

Regarding claims 31-35: Watanabe et al. renders the basic claimed method obvious [as 
set forth above with respect to claim 26]. 

Watanabe et al. does not teach a plasma treatment with a mixture of oxygen and methane 
[instant claim 31], and a mixture of oxygen, nitrogen, and methane [instant claim 32]. Watanabe 
et al. does not teach a surface treatment that is a coating method of a hydrophilic polymer 
coating [instant claim 33], specifically plasma polymerization of hydrophilic monomers [instant 
claim 34], and plasma-induced graft polymerizations [instant claim 35]. However, Turek et al. 
teaches a method for surface treating ophthalmic lens material comprising a plasma treatment 
with a mixture of oxygen and methane [instant claim 31], and a mixture of air {oxygen and 
nitrogen} and methane [instant claim 32] (^105-1 10). Turek et al. also teaches a method for 
surface treating ophthalmic lens material comprising a plasma treatment coating method of a 
hydrophilic polymer coating [instant claim 33], specifically plasma polymerization of 
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hydrophilic monomers [instant claim 34], and plasma-induced graft polymerizations [instant 
claim 35] (1105-1 10). Watanabe et al. and Turek et al. are analogous art because they are 
concerned with a similar technical difficulty, namely the surface treating of ophthalmic lenses. 
At the time of invention a person of ordinary skiU in the art would have found it obvious to have 
combined plasma treatments in the presence of air and methane, and plasma induced 
polymerizations, as taught by Turek et al. in the invention of Watanabe et al, and would have 
been motivated to do so since Turek et al. suggests that such plasma treatments provide a surface 
which is more ophthalmically compatible (f 106). 

Claim 36 is rejected under 35 U.S.C. 103(a) as being unpatentable over Watanabe et al. 
(US 2003/0125500), as applied to claim 19 above, and further in view of Niwa et al. (US 
5,516,467). 

Regarding claim 36: Watanabe et al. renders the basic claimed method obvious [as set 
forth above with respect to claim 19]. 

Watanabe et al. does not teach a method of coloring the ocular lens material by using a 
vat dye [instant claim 36]. However, Niwa et al. teaches a method for coloring contact lenses by 
using a vat dye [instant claim 36] (1:4-8; 2:26-49). Watanabe et al. and Niwa et al. are 
analogous art because they are concerned with a similar technical difficulty, namely the coloring 
of contact lenses. At the time of invention a person of ordinary skill in the art would have found 
it obvious to have combined vat dyes, as taught by Niwa et al. in the invention of Watanabe et 
al., and would have been motivated to do so since Niwa et al. suggests that such vat dyes can be 
uniformly dispersed in the monomer mixture (2:64-3:10; 3:30-40). 
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Claim 37 is rejected under 35 U.S.C. 103(a) as being unpatentable over Watanabe et al. 
(US 2003/0125500). 

Regarding claim 37: Watanabe et al. teaches a method for preparing an oxygen 
permeable soft lens (ex. C8; ^ 191), wherein 25% of urethane compound of ex. B3 [prepared 
from a polydimethylsiloxane having hydroxylgroups at both ends and a degree of polymerization 
of 40 (DHDMSi-40), isophorone diisocyanate {IPDI}, and 2-hydroxyethyl acrylate {HEA} (f 
150-159)], 25% of tris(trimethylsiloxy)silylpropyhiiethacrylate {TRIS}, 25% of N-methyl-3- 
methylene-2-pyrrolidone {MM?}, 25% of N,N-dimethylacrylamide {DMA}, 0.1% 2,4,6- 
trimethylbenzoyl-diphenylphosphineoxide {TPOj, 0.1% ethyleneglycol dimethacrylate 
{EDMA}, 0.1% l-(4,6-diphenyl-l,3,5-triazine-2-yl)-5-(hexyloxy)phenol {DPTHP), and 0.02% 
tetra-(4-methacrylamide) copper phthalocyanine { APMA}were mixed, placed in a mold, and 
irradiated with UV light. After polymerization, the resulting lens was extracted into 2-propanol 
and the 2-propanol was subsequently replaced with saline (ex. C8; % 188, 191). Watanabe et al. 
disclose plasma treatment of the lens {with oxygen, nitrogen, argon, helium, and mixtures 
thereof} as well as plasma polymerization with methane/air, and graft polymerization with 
hydrophilic monomer (f 85). 

Watanabe et al. does not specifically disclose plasma treatment of example C8. However, 
at the time of invention a person of ordinary skill in the art would have found it obvious to have 
performed plasma treatment of the lens {with oxygen, nitrogen, argon, helium, and mixtures 
thereof} as well as plasma polymerization with methane/air, and graft polymerization with 
hydrophilic monomers based on the invention of Watanabe et al., and would have been 
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motivated to do so since Watanabe et al. suggests that the resulting lens can be subjected to 
surface modification such as plasma treatment (f 85). 

The Office reahzes that all the claimed effects or physical properties are not positively 
stated by the reference. However, the reference teaches all of the claimed reagents, in the 
claimed ranges, and was prepared under similar conditions. Therefore, the claimed effects and 
physical properties, i.e. an oxygen permeability coefficient (Dk) of not less than 51 (xlO"^^ 
(cm^/sec)), and a water content of 32 to 55 wt% [instant claim 37], would implicitly be achieved 
by a composition with all the claimed ingredients. If it is the applicants' position that this would 
not be the case: (1) evidence would need to be presented to support applicant's position; and (2) 
it would be the Office's position that the application contains inadequate disclosure that there is 
no teaching as to how to obtain the claimed properties and effects with only the claimed 
ingredients. 

"Products of identical chemical composition can not have mutually exclusive properties." 
A chemical composition and its properties are inseparable. Therefore, if the prior art teaches the 
identical chemical structure, the properties applicant discloses and/or claims are necessarily 
present. In re Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Or. 1990) [see MPEP 
2112.01]. 

Response to Arguments 

Applicant's arguments with respect to claims 1-2, 4, 6, 8-10, 16-19, and 21-37 have been 

considered but are moot in view of the new ground(s) of rejection. 
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Valiant, JR. et al. (US 2002/0102415) was relied on for disclosing a method for surface 
treating contact lens material comprising a plasma treatment with a mixture of oxygen and water 
{air drawn through 5% hydrogen peroxide solution} 10, 58). 

Hayashi et al. (US 6,503,632) was relied on for disclosing a method for surface treating 
contact lens material comprising a plasma treatment with a mixture of oxygen and 
tetrafluoromethane (1:10-18; 21:7-15). 

Walther et al. (US 6,379,004) was relied on for disclosing method for surface treating 
ophthalmic lens material comprising a plasma treatment with a mixture of oxygen and 
tetramethoxysilane (1:4-6; 10:48-62). 

Turek et al. (US 2002/013781 1) was relied on for disclosing a method for surface treating 
ophthalmic lens material comprising a plasma treatment with a mixture of oxygen and methane, 
and a mixture of air {oxygen and nitrogen} and methane (^105-110). 

Niwa et al. (US 5,5 16,467) was relied on for disclosing a method for coloring contact 
lenses by using a vat dye (1:4-8; 2:26-49). 
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organization where this application or proceeding is assigned is 571-273-8300. 
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